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DETAILED ACTION 

1 . Claims 1-12 and 20-41 are presented for examination. 



Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 1 - 12, 20 - 41 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

4. Claims 1, 7, 20 and 34 - 36 recite the limitation of, "wherein the second content is 
provided to the first computer independent of a display size of the first computer," is not 
disclosed anywhere in the application. In Applicant's Remarks, they state where this limitation 
can be found. Examiner has viewed the cited areas and there is no disclosure that would state any 
section of the second content would specifically be independent of a display size of the first 
computer. Applicant is asked to specifically point to an area that does disclose this limitation, 
along with areas of the drawings or amend out this limitation. 



5. All other claims are rejected for their dependents on the above independent claims. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1 - 4, 7, 8, 10, 20 - 23 and 36 - 38 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Kanevsky U.S. Patent No. 6300947. 

8. Referencing claim 1, as closely interpreted by the Examiner, Kanevsky teaches a method 
for inserting second content from a second computer into first content requested over the Internet 
by a user via an application running on a first computer the second content sent by the second 
computer over the Internet to the application running on the first computer for receipt by the 
user, the method comprising: 

9. intercepting a request on an intermediate computer to establish a connection with the 
second computer sent by the first computer, (e.g., col. 10, line 36 - col. 11, line 24); 

10. establishing a first connection between the intermediate computer and the first computer 
and establishing a second connection between the intermediate computer and the second 
computer, (e.g., col. 10, line 36 - col. 11, line 24); 

1 1 . receiving a request in the intermediate computer for the first content sent by the user via 
the application running on the first computer, (e.g., col. 10, line 36 - col. 11, line 24); 
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12. sending the request for the first content from the intermediate computer to the second 
computer, (e.g., col. 10, line 36 - col. 11, line 24); 

13. receiving in the intermediate computer a response from the second computer containing 
the first content, (e.g., col. 10, line 36 - col. 11, line 24); and 

14. sending the first content and the second content from the intermediate computer to the 
application running on the first computer for receipt by the user, (e.g., col. 10, line 36 - col. 11, 
line 24), 

15. wherein the second content is provided to the first computer independent of a display size 
of the first computer, (e.g., col. 11, lines 14 - 64, "cookies"). 

16. Referencing claim 2, as closely interpreted by the Examiner, Kanevsky teaches searching 
for a pre-determined rule for insertion based on the information contained in the request for 
content sent by the application running on the first computer to the second computer wherein the 
second content is sent to the application running on the first computer only if a pre-determined 
rule for insertion indicates that second content should be sent to the first computer, (e.g., col. 10, 
line 36 -col. 11, line 24). 

17. Referencing claim 3, as closely interpreted by the Examiner, Kanevsky teaches searching 
for a pre-determined rule is performed prior to forwarding the request to the second computer, 
(e.g., col. 10, line 36 - col. 11, line 24). 
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1 8. Referencing claim 4, as closely interpreted by the Examiner, Kanevsky teaches searching 
for a pre-determined rule for insertion based on the information contained in the response sent by 
the second computer containing the first content wherein the intermediate computer sends the 
second content to the first computer only if a pre-determined rule for insertion indicates that the 
second content should be sent to the first computer, (e.g., col. 10, line 36 - col. 11, line 24). 

19. Claims 7, 8, 10, 20 - 23 and 36 - 38 are rejected for similar reasons as stated above. 

Claim Rejections - 35 USC § 103 

20. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

21. Claims 5, 6,9, 11, 12, 24, 25, 34, 35 and 39 -41 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kanevsky in view of Shimbo et al. U.S. Patent No. 6092191 (hereinafter 
Shimbo). 

22. As per claim 5, as closely interpreted by the Examiner, Kanevsky does not specifically 
teach prior to searching for a pre-determined rule for insertion: 

23. checking IP address information associated with the request; 
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24. if the IP address information does not match pre-determined IP address information to 
which a rule for insertion might apply, forwarding the requested content to the first computer 
without searching for a pre-determined rule for insertion. Shimbo teaches prior to searching for a 
pre-determined rule for insertion: 

25. checking IP address information associated with the request, (e.g. col. 20, line 55 - col. 
21, line 23); 

26. if the IP address information does not match pre-determined IP address information to 
which a rule for insertion might apply, forwarding the requested content to the first computer 
without searching for a pre-determined rule for insertion, (e.g. col. 20, line 55 - col. 21, line 23). 
It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine Shimbo with Kanevsky because checking the IP address information to a specific 
rule regarding that IP address would allow the system to specifically target a node on the 
network for a specific type of rule to apply only to that IP address therefore personalizing rule 
for specific nodes along with group rules that would apply to all nodes on a network. 

27. As per claim 6, as closely interpreted by the Examiner, Kanevsky does not specifically 
teach prior to searching for a pre-determined rule for insertion: 

28. checking IP address information associated with the response; 

29. if the IP address information does not match pre-determined IP address information to 
which a rule for insertion might apply, forwarding the requested content to the first computer 
without searching for a pre-determined rule for insertion. 

30. Shimbo teaches prior to searching for a pre-determined rule for insertion: 
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3 1 . checking IP address information associated with the response, (e.g. col. 20, line 55 - col. 
21, line 23); 

32. if the IP address information does not match pre-determined IP address information to 
which a rule for insertion might apply, forwarding the requested content to the first computer 
without searching for a pre-determined rule for insertion, (e.g. col. 20, line 55 - col. 21, line 23). 
It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine Shimbo with Kanevsky because of similar reasons as stated above. 

33. Claims 9, 1 1, 12, 24, 25, 34, 35 and 39 - 41 are rejected for similar reasons as stated 
above in claims 1 - 10, 20 - 23 and 36 - 38 as they apply to 102 and/or 103 rejections. 

34. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kanevsky in 
view of Numao et al. U.S. Patent No. 6647388 (hereinafter Numao). 

35. As per claim 26, as closely interpreted by the Examiner, Kanevsky does not specifically 
teach the second content is transparent relative to the overiall display and layout of the first 
content. Numao teaches the second content is transparent relative to the overall display and 
layout of the first content, (e.g., col. 14, lines 3 - 26 & 48 - 60). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to combine Numao with 
Kanevsky because the detection of the target to be written or changed is performed by a trial 
application of the conversion rule to the target document. Doing so would enable one to 
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watermark the document and actual processing is subsequently performed by the appropriate 
filter program. 

36. Claims 27 - 33 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kanevsky 
in view of Tso et al. (6421733) (hereinafter Tso). 

37. As per claim 27, as closely interpreted by the Examiner, Kanevsky teaches a method for 
delivering second content to a user via an application running on a first computer who has 
requested first content over the Internet from a second computer the second content received by 
the application running on the first computer before the first computer receives the first content, 
the method comprising: 

38. intercepting a request to establish a connection with the second computer sent by the 
application running on the first computer, (e.g., col. 10, line 36 - col. 11, line 24); 

39. establishing a connection between the first computer and the intermediate computer, 
(e.g., col. 10, line 36 - col. 11, line 24); 

40. establishing a connection between the second computer and the intermediate computer, 
(e.g., col. 10, line 36 - col. 11, line 24); 

41 . delivering the second content to the application running on the first computer for receipt 
by the user and via the intermediate computer, (e.g., col. 10, line 36 - col. 11, line 24); 

42. receiving in the intermediate computer the first content from the second computer, (e.g., 
col. 1 0, line 36 - col. 11, line 24); and 
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43. sending the first content to the application running on the first computer, (e.g., col. 10, 
line 36 - col. 11, line 24), but does not specifically teach receiving in the intermediate computer 
a first request for the first content sent by the application running on the first computer, wherein 
the intermediate computer does not send the first request for the first content to the second 
computer; 

44. receiving in the intermediate computer a re-request from the first content from the 
application running on the first computer, wherein the re-request for the first content from the 
application running on the first computer occurs after delivery of the second content to the first 
computer; 

45. sending the re-request for the first content from the intermediate computer to the second 
computer after delivery of the second content to the first computer, wherein establishing the 
connection between the second computer and the intermediate computer occurs in response to 
the re-request for the first content from the first computer; 

46. Tso teaches receiving in the intermediate computer a first request for the first content sent 
by the application running on the first computer, wherein the intermediate computer does not 
send the first request for the first content to the second computer, (e.g., col. 13, lines 36 - 67, 

"caching system "); 

47. receiving in the intermediate computer a re-request from the first content from the 
application running on the first computer, wherein the re-request for the first content from the 
application running on the first computer occurs after delivery of the second content to the first 
computer, (e.g., col. 14, lines 21-64, "not in cache "); 
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48. sending the re-request for the first content from the intermediate computer to the second 
computer after delivery of the second content to the first computer, wherein establishing the 
connection between the second computer and the intermediate computer occurs in response to 
the re-request for the first content from the first computer, (e.g., col. 14, lines 21-64, "not in 
cache "). It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine Tso with Kanevsky because utilizing a proxy cache system enables a user 
to have quicker access to HTTP documents for frequent use as opposed to continually accessing 
web servers for content that is frequently requested. Not having a cache system could add latency 
to a system. 

49. Claims 28 - 33 are rejected for similar reasons stated above with regards to Kanevsky. 

Response to Arguments 

50. Applicant's arguments with respect to claims 1 - 12, 20 - 41 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

51 . Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David E. England whose telephone number is 571-272-3912. 
The examiner can normally be reached on Mon-Thur, 7:00-5:00. • 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A. Wiley can be reached on 571-272-3923. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



David E. England 

Examiner 
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